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DETAILED ACTION 

1. This action is responsive to communications: Election filed on 7/6/2004. 

2. Claims 13-14, 18, 20, and 22 are pending in the case. Claims 1-12, 15-17, 19, 21, and 
23-25 have been withdrawn. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d -1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 .130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

3. Claim 14 rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 18 of U.S. Patent No. 6,748,425 B 1 . 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because both discuss the use of a browser to access forms, and creating pages 
based on the forms. While claim 18 of £ 425 does not explicitly mention task name, start 
date, and priority fields, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to use these fields in conjunction with claim 1 8 because claim 
16, from which claim 18 descends, mentions workflow attributes and these are core 
workflow attributes. 



Claim Objection 



Application/Control Number: 09/752,961 
Art Unit: 2178 



Page 3 



4. Claim 13 objected to because of the following informalities: On line 14, "approved" 
should be followed by "by", and on line 16, "to" should be followed by "be". 
Appropriate correction is required. 

5. Claim 20 objected to because of the following informalities: On line 7, "operating" 
should be "operate". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 13-14 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claimed invention consists only of steps that could be 
performed by a person, and lack a technological basis. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

7. Claims 14 and 18 is rejected under 35 U.S.C. 102(e) as being anticipated by Vaughn 
et al. (USPN 6,353,446 Bl— filing date 1/25/1999), hereinafter Vaughn. 

8. Regarding independent claim 14, Vaughn discloses a method for creating pages in 
collaboration space (Abstract, lines 1-20, creates help pages in a network space), 
comprising the steps of: at a client browser providing a user interface to said 
collaboration space (col. 7, line 50 — col, 8, line 10, a browser provides a user interface to 
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the help pages); responsive to a user request to create a new form displaying an add fields 
panel including a task field (task interactivity is described in col. 8, lines 10-30); 
responsive to user selection of said task field, providing input fields for said user to enter 
task name, start date, priority (these elements are present on Figure 25); thereafter, 
allowing users to create pages based on said form by selecting said form from a list of 
available form (the tabs for gauge/detail on Figure 8 allow this functionality. 

9. Regarding independent claim 18, it is a system for carrying out the method of claim 14, 
and it is rejected under similar rationale. 

10. Claim 20 is rejected under 35 ILS.C. 102(b) as being anticipated by Amstein et al. 
(USPN 5,793,966— filing date 12/1/1995), hereinafter Amstein, 

11. Regarding independent claim 20, Amstein discloses a program storage device readable 
by a machine (Abstract reveals a client/server system, inherently involving a storage 
device), tangibly embodying a program of instructions executable by a machine to 
perform method steps for creating forms in a place in collaboration space (col. 5, lines 
15-55 disclose network creation of forms), said method steps comprising: creating at a 
browser a script file containing field properties and methods which display and operate 
on said field (col. 5, lines 15-55 disclose the use of Web scripting to manipulate the form, 
see lines 40-50 especially), and generating forms with reference to said field properties 
and method while generating hypertext links on the fly (col. 5, lines 45-55, an HTML 
response document is generated). 

Claim Rejections - 35 USC §103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 13 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ivanov (USPN 5,706,452— filing date 12/6/1995). 

13. Regarding independent claim 13, Ivanov discloses a method for adapting collaborative 
space to reflect workflow (see Abstract, lines 1-10), comprising the step of: responsive to 
request by a client browser user at an interface to said collaboration space to use a form 
to create a page (see col. 7, lines 20-55; Lotus Notes as described fits this limitation), 
providing an options page including work flow options selectable by said user for 
specifying workflow options for pages created using said form (see col. 7, lines 20-55; 
Lotus Notes as described fits this limitation), said options including: editor, specifying 
that pages created by said user will only be published after being approved by an editor; 
(see col. 8, lines 25-67, for how editors are assigned to edit the document); approval 
cycle, specifying that each page is to be routed through a series of members of a place in 
place in a specific order (col. 8, lines 45-55, the document is reviewed in stages); multiple 
editors, specifying that pages created by an author can, once published, be further edited 
by any of the authors in a room in said space(col. 8, lines 30-45, the reviewers can edit in 
parallel. Ivanov fails to disclose no special workflow, specifying that pages may be 
published by said user; and simple submit, specifying that pages may be created and 
submitted by said user. However, these settings are defaults, it was notoriously well 
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known in the art at the time of the invention that they would have been built into 
workflow programs as basic settings, to allow functionality without special collaboration. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to use no special workflow and simple submit as defaults, to allow functionality without 
special collaboration. 

14. Regarding independent claim 22, it is a program storage device with instructions to 
perform the method of claim 13. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

USPN 5,537,526 (filing date 1 1/12/1993)— Anderson et al. 
USPN 6,177,932 (filing date 8/21/1998 )— Galdes et al 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan D. Schlaifer whose telephone number is (571) 272- 
4129. The examiner can normally be reached on 8:30-5:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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